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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 



- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

I) 03 Responsive to communication(s) filed on 26 April 2007 . 

2a)S This action is FINAL. 2b)D This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 1^8 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1^8 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 26 April 2007 is/are: a)^ accepted or b)Q objected to by the Examiner. 
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

I I) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
aM AH b)Q Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. El Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Response to Amendment 

This Office Action is in response to applicant's amendment filed on April 26, 2007. 
Claims 1-8 have been amended. 

Applicant's amended specification filed on April 26, 2007 has been acknowledged and 
entered. 

Response to Arguments 

Applicant's comments pertaining to the Blake reference applied in the previous Office 

Action are acknowledged, however, deemed not persuasive. With regards applicant's response 

to the Blake's lacking of the glue to fix the device to the user's organ, as amended in claim 1, the 

Blake's viscous layer (29) performs the identical function specified in the claim in substantially 

t 

the same way, and produces substantially the same results as the corresponding element 
disclosed in the specification. Kemco Sales, Inc. v. Control Papers Co., 208 F.3d 1352, 54 
USPQ2d 1308 (Fed. Cir. 2000) (An internal adhesive sealing the inner surfaces of an envelope 
pocket was not held to be equivalent to an adhesive on a flap which attached to the outside of the 
pocket. Both the claimed invention and the accused device performed the same function of 
closing the envelope. But the accused device performed it in a substantially different way (by an 
internal adhesive on the inside of the pocket) with a substantially different result (the adhesive 
attached the inner surfaces of both sides of the pocket)); Odetics Inc. v. Storage Tech. Corp., 
185 F.3d 1259, 1267, 51 USPQ2d 1225, 1229-30 (Fed. Cir. 1999); Lockheed Aircraft Corp. v. 
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United States, 193 USPQ 449, 461 (Ct. CI. 1977). The concepts of equivalents as set forth in 
Graver Tank & Mfg. Co. v. Linde Air Produc ts, 339 U.S. 605, 85 USPQ 328 (1950) are 
relevant to any "equivalents " determination. Polumbo v. Don-Joy Co., 762 F.2d 969, 975 n.4, 
226 USPQ 5, 8-9 n.4 (Fed. Cir. 1985). Therefore, one skilled in the art would have recognized 
the interchangeability of the element shown in the prior art for the corresponding element 
disclosed in the specification. Caterpillar Inc. v. Deere & Co., 224 F.3d 1374, 56 USPQ2d 1305 
(Fed. Cir. 2000); Al-Site Corp. v. VSI Int ' 1, Inc., 174 F.3d 1308, 1316, 50 USPQ2d 1161, 1165 
(Fed. Cir. 1999); Chiuminatta Concrete Concepts, Inc. v. Cardinal Indus. Inc., 145 F.3d 1303, 
1309, 46 USPQ2d 1752, 1757 (Fed. Cir. 1998); Lockheed Aircraft Corp. v. United States , 193 
USPQ 449, 461 (Ct. CI. 1977 ); Data Line Corp. v. Micro Technologies, Inc., 813 F.2d 1 196, 1 
USPQ2d 2052 (Fed. Cir. 1987). In fact, Blake discloses the viscous layer (29) results an 
adhesion between the wall of the condom (10) to the skin is considered to be comfortable 
(column 8 lines 8-11). With regards to the applicant's second part (4) is designed to rupture 
upon ejaculation, as amended in claim 1, such limitation is new matter and not supported by the 
specification, as originally disclosed. As a matter of fact, applicant disclosed in the specification 
on page 5 lines 20-21 supports the end of the second part (4) is a membrane (6) that is designed 
to burst upon ejaculation. This is different from being designed to rupture. See 112 1 st , 
paragraph below. 
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Specification 

The specification is objected to as failing to provide proper antecedent basis for the 
claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01(o). Applicant's second part 
(4) is designed to rupture upon ejaculation, as amended in claim 1, such limitation is new matter 
and not supported by the specification, as originally disclosed. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claim 1 is rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with the 
written description requirement. The claim(s) contains subject matter which was not described 
in the specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventor(s), at the time the application was filed, had possession of the claimed invention. In 
this case, applicant's second part (4) is designed to rupture upon ejaculation, as amended in 
claim 1, such limitation is new matter and not supported by the specification, as originally 
disclosed. As a matter of fact, applicant disclosed in the specification on page 5 lines 20-21 
disclosing the end of the second part (4) is a membrane (6) that is designed to burst upon 
ejaculation. 



t 
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Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1-5 are rejected under 35 U.S.C. 102(b) as being anticipated by Blake (U.S. 
Patent No. 6,298,853). Blake discloses an abbreviate condom (10) fitting upon the glans penis 
(15) comprising a forward tip (13) and a seminal fluid reservoir (14) as shown in Figure 4 where 
the reservoir (14) is in its expanded state or its burstable state. With regards to the glue provided 
to fix the device to the man's sexual organ, as recited, the Blake device discloses in Figure 7 an 
adhesion resulting from the cohesion of the wall of the abbreviated condom to the skin obtained 
with a viscous layer (29). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 6 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Blake 
(U.S. Patent No. 6,298,853). Blake discloses an abbreviate condom (10) fitting upon the glans 
penis (15). With regards to claims 6 & 7, it is will known in the art that ethanol to be remove 
glue or tacky substances. In fact, applicant discloses its availability in the specification on page 
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6 lines 16-20. Therefore it would have been obvious to one skilled in the art to utilize the solvent 
agent to remove the glue. 

Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Blake (U.S. Patent 
No. 6,298,853), and further in view of Sorkin (U.S. Patent No. 4,955,392). Blake discloses an 
abbreviate condom (10) fitting upon the glans penis (15). The Blake condom does not teach the 
glue is of a two-component. Sorkin discloses a condom (14) comprising a public shield (18) 
having adhesive (20) to fix the condom to the user's sexual organ. Figures 4 and 5 illustrating 
the adhesive (20) applied about the periphery of the shield (18) and a liner also indicated by the 
numeral (20), the adhesive (20) or skin glue is of the type which is readily peeled from the body 
without pain upon removal. Therefore, it would have been obvious to one skilled in the art to 
use the adhesive and liner taught by Sorkin in Blake's condom as such would be easily installed 
when use and removed after use. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
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CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Camtu T. Nguyen whose telephone number is 571-272-4799. 
The examiner can normally be. reached on (M-F) 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patricia Bianco can be reached on 571-272-4940. The fax phone number for the 

organization where this application or proceeding is assigned is 571-273-8300. 

JK 

Information regarding the status of an application may be obtained from the Patent 



Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Camtu Nguyen 
June 25, 2007 
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